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Behind the Scenes at the USPTO
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u Every invention is different; every application is different, 
yet the USPTO tries to shoehorn all patent applications into 
a one-size-fits-all process

u Applicants pay the same fees whether they file an 
application claiming a simple mechanical invention such as 
a comb, or a complex biotech invention, such as a vaccine

u Primary examiners are given ~10 hours to examine a simple 
mechanical invention as compared to ~25 hours to examine 
a complex biotech invention



Behind the Scenes at the USPTO
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u Examining complex inventions more likely deserves ten 
times the amount of time given for the examination of a 
simple mechanical invention.

u The Patent Examiner’s Performance and Appraisal Plan 
(PAP) sets expectations pertaining to
u Production
u Pendency
u Docket Management
u Stakeholder Responsiveness and 
u Quality 



Is Volume and Speed Really Better?
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u Patent Examiners are under pressure to examine each patent 
application within the time allotted and constraints of their 
PAP

u Examiners can obtain bonuses for meeting their production, 
pendency and docket management goals but no bonuses 
exist for quality



Mistakes Can Be Made
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u Errors crop up whenever a complex task is performed under 
under pressure. Mistakes can be made by:

u Inventors 
u Patent attorneys and agents
u Patent Examiners
u USPTO clerks
u USPTO IT system



Petitions: the Vehicle to Correct Procedural Errors
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Wide Variety of Procedural Petition Types:

u To advance prosecution: PPH, Climate Change, age of inventor
u To correct errors in a publication or issued patent 
u To correct inventorship, priority claim or entity status
u To expunge papers
u To correct Patent Term Adjustment
u To revive an abandoned application
u To request supervisory review
u To withdraw a restriction requirement or premature finality



Myths about Petitioning Examiner Errors

u This will never work
u Petitions slow up prosecution
u Takes forever to get a decision
u Petitions are usually dismissed
u Petitions upset the Examiner
u Better try to stay on the Examiner’s good side
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Challenges After Final 
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Your After Final Toolbox
u Request an Interview MPEP 713.09
u File an After Final response/amendment
u Contact the Supervisor for advice or help
u File an AFCP2.0 Request
u Request a corrected Office action MPEP 710.06
u Request Examiner Withdraw Finality MPEP 706.07(c)
u Request a Pre-Appeal Conference MPEP 1204.02
u File a Notice of Appeal
u Petition under 37 CFR 1.181
u Throw in the towel, pay the fees, and file an RCE
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The New After Final Petition Stats

USPTO’s 12-month rolling average as of April 24, 2024

Following our analysis exposing ~180-day average delays, the USPTO has made 
significant improvements. 
The 47% grant rate underestimates petitioners’ chances of a positive outcome: 
many petitions are “dismissed as moot” because the examiner pre-emptively 
withdrew finality, mailed a new Office action or allowed the application. 
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Petitioning 
Procedural Errors: 
An Unlikely 
Road to Allowance?
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Petition or Appeal?

u A line of demarcation exists between: 
u Appealable matters for the Board and 
u Petitionable matters to the TC Group Directors

u Ordinarily, an objection is petitionable, and a rejection is 
appealable

u When the objection is "determinative of the rejection“, the 
matter may be addressed by the Board

u See MPEP 1201, In re Hengehold, 440 F.2d 1395, 1403, 169 
USPQ 473, 479 (CCPA 1971) and Ex parte Frye, 94 USPQ2d 
1072, 1078 (Bd. Pat. App. & Int. 2010)(precedential) 
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Insider Tip
u Petitioning Examiner Errors gives USPTO management 

the opportunity and the obligation to review the 
entirety of an application file wrapper

u USPTO management includes
u TC Group Directors
u Quality Assurance Specialists (QAS)
u Supervisory Patent Examiners (SPE)

u Often, this higher-level review is NOT limited to 
procedural, petitionable matters
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Leverage Procedural Errors into 
Substantive Prosecution Progress

u Ensure review of the application by SPE, QAS and Group Director 
u Obtain a new Office Action (OA)
u Have finality withdrawn 
u Regain your right to have amendments & declarations entered
u Prompt higher level review of subsequent OAs
u Increase chance that next OA will move prosecution forward
u Petitions can ensure a clear and complete file record 
to maximize applicant’s rights during prosecution 
and obtain a patent likely to survive litigation
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Examples of Petitionable Examiner Errors

u Incomplete, incorrect Office Action
u Premature final rejection
u New grounds of rejection in a final Office action
u Refusal to enter amendments
u Refusal to enter declarations and affidavits
u Failure to acknowledge and address the substance of 

applicant’s response 
u Improper restriction requirements (37 CFR 1.144)
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Some MPEP Guidance & Instructions
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USPTO’s After Final Petition Process Updates

u Using Petition.ai, we identified 98 petitions challenging the 
finality of an Office action decided between April 2023-April 
2024
u Average pendency of 63 days
u 49% granted; 71% effectively granted! 
u AND 43% have since been allowed

u Our statistics match the USPTO’s Petition dashboard 
u Average pendency of 62 days
u 47% grant rate
u USPTO underestimates the actual grant rates
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Deciphering ’Dismissed as Moot’
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Bad

 When USPTO delays 
a decision so long that 
applicant is compelled to 
file an RCE. 
 Petition then 
dismissed as moot in 
view of the RCE.

Good

 When the USPTO 
fixes the problem being 
petitioned via a new OA, 
withdrawn finality, or 
Notice of Allowance.

 Petition then 
dismissed as moot in 
view of the Office’s 
corrective action.

 Note these ’good’ 
decisions are excluded 
from USPTO grant rate.
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Ouch
!



USPTO’s After Final Petition Process Updates

u We identified TC to TC variation in

u Petition volume – from 3 (TC2600) up to 20 (TC 3600)
u Average Pendency – from 23 days (TC2600) to 125 days 

(TC3600)
u Grant rate – from 35% (TC3600) to 76% (TCs 2400 & 2600)
u Effective grant rate – from 43% (TC1600) to 94% (TC2800) & 

100% (TC2600)
u Percent of applications since allowed – from 29% (TC1600) to 

60% (TC3600)
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TC Variation in Grant Rates
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TC Variation in Allowance Rates Following Petition
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Successful Petitions- Often Coupled with 
Other After Final Requests
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Practice Tips
u Promptly Review Office Actions for Errors

uMany Office Actions contain Procedural Errors
uDetermine whether an Office Action is complete 

and correct prior to reporting it out to Client
uProvide Client with options to seek redress, 

including windows to filing a request or a 
petition
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Practice Tips
u Consider all Approaches for Remedy

uCall Examiner and SPE
uRequest Interview
uOmbudsman Request
uPetition

u Try Several Options 
u In Turn
u In Combination
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Practice Tips

u Watch the Petition and Response Windows
uOne Month for Request under MPEP 710.06 
to obtain a new Office action with restarted mail 
date
uTwo Months for Petition under 1.181

u Filing a Petition does not stop the clock!
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Our IPWatchdog Articles on After Final Petitions
1. Newly Created First Action Final Rejection Policy Adds Needless 

Complications to Patent Prosecution With Former APJ Bill Smith 9/22/20
2. Analyzing Vastly Different First Action Final Rejection Outcomes Following 

Recent Policy Change 9/25/20 
3. Late-Filed Petitions Dismissed as Untimely by USPTO: No Apparent Rhyme 

nor Reason 10/18/20 
4. Petitions Filed After Final Dismissed as Moot: USPTO Runs Down the Clock 

11/18/20 
5. Successful After Final Petitions Can Help Advance Prosecution 1/29/21 
6. USPTO After Final Petition Statistics – Are Things as Bad as They Appear? 

5/7/21 
7. USPTO Petition Process: Who Should Pay for the Burden of Inordinate Delays 

and ‘Mistakes’? 7/26/21 
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Other Petition Articles
8. Easily Improve Your Petition Grant Rate by 17% Petition.ai 10/27/21
9. Petition Pendency’s Impact on Grant Rates Petition.ai 11/10/21 
10. How to Ensure Your Retroactive Foreign Filing License Petition Isn’t 
Dismissed IPWatchdog 11/18/20 
11. USPTO’s Climate Change Pilot Program’s Debut is Uneven LAW360 5/3/23 
12. USPTO’s Speed on Some China Patents Bears a Closer Look LAW360 6/15/23
13. Use Caution When Relying upon Guidance Provided by the USPTO’s Petition 
Webpage Petition.ai 9/18/23
14. USPTO Quietly Changes its Policy du Jour via the Petition Webpage 
Petition.ai 10/10/23
15. USPTO Petition Statistics: Inaccurate and Misleading Petition.ai 11/14/23
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Other Articles
16. DOCX Plan Risks Patent Quality and USPTO Should Reverse It Burke LAW360 
8/18/22
17. A Quiet Change at the USPTO Creates a 2-Tier Exam Process. Burke LAW360 
4/26/22
18. Recent MPEP Changes Complicate the Sticky Wicket of Restriction Thickets Burke 
IPWatchdog 3/14/23 
19. USPTO Flexes its AIA Powers to Make Retroactive Substantive MPEP Policy 
Changes Burke IPWatchdog 3/23/23 
20. Why is the USPTO Working Against US Interests? Burke The Hill 12/28/23 
21. The Trains, Planes and Automobiles of Correcting DOCX-related Errors 
IPWatchdog 3/20/24
22. Highway Robbery: How the USPTO Pockets Excess Filing Fees (Part I)    
Innovation Gadfly 5/26/24
23. Heads I Win, Tails You Lose: How the USPTO Retains their Ill-Gotten Gains     
(Part II) Innovation Gadfly 6/12/24
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Petition.ai Overview
u The first comprehensive searchable database of publicly available patent 

petition documents filed with the USPTO
u Easily and efficiently search 2,100,000 documents from 700,000 patent 

applications filed since 2002
u Petitions, Requests for Reconsideration, and Petition Decisions
u Users search using natural language queries

u Launched in June 2020

29Petition.ai Burke & Spector 06.26.24



Petition.ai Petition Resource Webpage 

u Petition.ai created a Petition Resource Page
uUSPTO Petition Guidance and Information
uUSPTO Petition Points of Contact
uPetition blog https://petition.ai/blog

u Visit petition.ai/resources
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Petition.ai%20blog
https://petition.ai/resources


Questions?

Julie Burke, Ph.D.
IPQualityPro@gmail.com

Michael Spector
mspector@petition.ai

(312) 283-4373
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