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International Patents

• There is no international patent

• U.S. patents are only valid within U.S. borders

• Includes Puerto Rico, Guam, and the U.S. Virgin Islands

• To protect abroad, you must file in each relevant country or jurisdiction



Why Pursue Foreign Protection?

• Capture economic protection in broader markets

• Patents can block competitors and protect market share

• Plan to manufacture/import abroad? 

• Have competitors overseas?

• Partnerships with foreign companies?

• Planning to exit by being bought by a foreign company or a company with an 
international patent portfolio?



Cost-Effective International Strategy

• Patents can be expensive: 

• foreign counsel
• Fees

• Translations

• Be strategic: 
• consider where your invention will be made, sold, used, imported

• Consider where your competitors exist



Strategy Pointers

• Sales & Use. Are target customers in that country?

• Competitor Presence. Is there real competition there?

• Manufacturing. Consider China/India for exclusion rights

• Distribution. Customs authorities can help block imports

• Exit strategy. Where do companies file that may buy your company or IP?



Foreign Filing Deadline

• You must file internationally within ONE YEAR of your priority date!

• Missing this means losing foreign rights permanently

• Public Disclosure. Remember that certain countries do not have a grace period 
for prior public disclosure or sales activities



Patenting Pathways…
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Where to Begin with International Patents

• Foreign Filing License. Some countries require first filing domestically or a 
foreign filing license

• Consider where inventive activity is occurring, inventor nationality, and 
inventor residency

• Paris Convention. Direct national filings are rarely the first step

• Patent Cooperation Treaty (PCT). U.S. inventors typically use this pathway. 
Protects filing rights in 150+ countries.



PCT Application Overview

• Filed via World Intellectual Property Organization (WIPO), pends for 18–30 
months

• Gives time for planning and country selection

• Leads to national stage filings with priority claims dating back to the original 
filing



PCT Filing Considerations

• Needs broader language than U.S.- only filings

• Consider countries that have more explicit support requirements
• Consider countries that may present intermediary claiming issues

• No excess claim fees—include every possible claim

• But there are extra page fees after 30 pages!

• Careful planning helps later national filings



PCT Timeline & ISR

• Application filed via receiving office (e.g., USPTO)

• Receiving office needs to be “competent” based on the applicant

• Int’l Searching Authority (ISA) performs prior art search, issues Int’l Search 
Report (ISR) & Written Opinion (WO)

• ISR may influence future national office decisions

• But patentability assessment is non-binding



Choosing the Right ISA

• Pick an ISA that aligns with your target markets

• Smaller countries often defer to larger offices

• Examples:
• Choose Chinese National Intellectual Property Administration if targeting East 

Asia
• Consider European Patent Office if filing in Europe (expedites prosecution)



Entering the National Stage

• Timeline. Must file in each target country or jurisdiction after PCT period (30 
total months)

• Costs. national filing fees, translations, local counsel

• Some countries have annuities during pendency

• All countries have annuities after grant

• National filing. Each becomes a separate national case.



Paris Convention Filings

• Alternative to PCT: direct filing in each country within 12 months

• Faster, but less flexible and no extra time

• May present more expense up front (instead of delaying)

• Only route for countries like Taiwan (not in PCT)



PCT vs. Paris Convention

• PCT: up to 30 months total to decide on countries

• Use PCT to delay decisions and raise funds

• Paris Convention: only 12 months to act, but faster process



Provisional Danger Abroad

• U.S. provisionals start the clock for PCT/Paris filings

• Foreign courts and post-grant proceedings are strict about support in the 
provisional

• File strong, complete provisionals if foreign filing is expected



European Patent Convention

• EPO allows one filing for 39 member countries

• Validation needed in each target nation after grant

• Includes non-EU countries



Unitary Patents

• Optional single patent enforceable in 18 EU countries

• More efficient if broad European coverage is needed

• Fails to cover key European markets

• If you are not interested in 4 or more member countries, unitary patent may 
not be a financially suitable option



Using EPO Effectively

• Use EPO for multiple countries or if undecided on scope

• Go national directly if only targeting one nation

• For some countries, direct filing in a European country may be more 
expensive due to country specific translation requirements that don’t apply if 
filing through European Patent Office



ARIPO – African Patent Option

• Regional system similar to EPO

• File once for multiple African nations

• Good for broad or uncertain African market plans



Divisional Practice

• Similar to U.S. continuation practice

• Opportunity to secure additional claims to other inventive concepts

• Consider when and how possible divisional claims are presented to not lose 
rights to pursue them at a later date

• Consider cost: some countries have escalating costs for divisionals



Closing Thoughts

• Innovation is global, but patents are not

• Use PCT/Paris strategically to match your business needs

• Mind the 12-month deadline and budget wisely
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