
Patently Strategic
Valuable Lessons in Claim Construction 



Overview

•Evolution of Claim Terms
•Claim Construction

What is it?
Why is it important?
What process is involved?

•Construing claim terms in prosecution vs 
litigation
•Precedential Case Decisions



Claim Drafting and Evolution of Claim Terms

Distinctly different vocabularies:
• Plain English
• Scientific (technical) Jargon
• Conventions of Claim Drafting

Recall that claims define the invention to which a patentee is entitled the right to 
exclude others from making or using their invention

 Attempt to achieve a delicate balance of clarity, breadth, and flexibility

Involved in Claim terms:
• Inventor
• Patent Prosecutor/Drafter
• Patent Examiner

efaidnbmnnnibpcajpcglclefindmkaj/https://www.fr.com/files/News/82e2fec6-9ed5-49ed-b1c7-f169175fd87f/Preview/NewsAttachment/38f72d19-
e95b-408c-989b-f235ef17947d/Patent%20Claim%20Construction%20A%20Modern%20Synthesis%20and%20Structured%20Framework.pdf



What is Claim Construction?
Claim Construction: the process in which courts interpret the meaning 
and scope of the claims of a patent

If you accuse a party of stealing your idea, you will be required to prove that patent 
infringement has occurred

Step (1):  A patent claim is made that 
explains the product/method use and 
makeup

Step (2):  Infringement analysis is 
performed to determine whether or 
not the claim(s) have been violated



Why is Claim Construction Important?
Claim construction can provide:

• A “reconstruction” of claims into 
more understandable terms

• A way to assess when claims are 
too narrow, which means the 
claims are too specific to be 
infringed

• A way to assess when claims are 
too broad, which means it is 
impossible to claim the claimed 
invention for their own

• An infringement analysis

• A validity analysis

• Other valuation decisions such as 
unenforceability, enablement, 
and remedies



Guilty?
Not Guilty?

Claim construction is: 
• Decided in oppositions during examination of a patent 
• Determined in examination of a patent when required
• Used in both Federal Circuit and International Trade Commission (ITC) courts
• Used with a different angle at the PTAB & the Examiner Corp

• Main determinant for assessing whether a defendant is guilty of stealing an 
idea or design 

In order for a court to determine that a patented idea was illegally taken 
and/or used for profit, the patent claim must:
• Be written in a way that an ordinary person can understand
• Cover what the inventor(s) wanted to create and what was actually created
• Prove that the claim is associated with a valid patent from the USPTO



Claim Construction Preliminaries
(1) Determine whether any terms 
even require construction
(2) Establish rules for interpreting 
claim terms
• Establish PHOSITA and what level 

of skill of PHOSITA
• Clarify unclear claim terms 
• Review claim chart(s) to determine 

or become familiar with other facts 
in the case

Markman Hearing: 
formal interpretation 
of claim construction

• Construing the claims is critical in 
determining an outcome of nearly all 
patent litigations

• Historical significance of Markman



Claim Construction Evidence
Written Evidence is the focus, rather than physical evidence
• End Products are typically not compared/considered
• Claims are read, compared, etc.
• Portions could be determined pre-trial or near the end of trial

• Judge – responsible for 
interpreting the law (law issues)

• Jury – responsible for finding the 
facts (fact issues)

• Attorneys of each party performs 
preliminary claim construction



Claim Construction Evidence
Construction of a patent claim typically involves a review of intrinsic evidence 
and, where appropriate, extrinsic evidence
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• Patent claims 
• Specification
• Prosecution history of patent
• Foreign and Related Patents (& 

Pros Hist.)
• Prior Art that is cited or inc’d by 

reference in the Patent and Pros 
Hist.

• Inventor Testimony
• Expert Testimony (Decs)
• Other Documentary Evidence
• Dictionaries, Treatises, etc.

efaidnbmnnnibpcajpcglclefindmkaj/https://www.fr.com/files/News/82e2fec6-9ed5-49ed-b1c7-f169175fd87f/Preview/NewsAttachment/38f72d19-
e95b-408c-989b-f235ef17947d/Patent%20Claim%20Construction%20A%20Modern%20Synthesis%20and%20Structured%20Framework.pdf



Intrinsic Evidence
• Detailed analysis of what the claims encompass and 

do not encompass

Determinations:
• Meaning of the claims 
• Adequacy of specification description
• Invalidity in view of prior art
• Infringement/scope

• Validity vs. Infringement issues often 
play out in claim construction

• Estoppel warning!

Analyzing what the claims do cover is 
illuminating in when analyzing what the 
claims do not cover



Extrinsic Evidence
Recognize the limitations of this type of evidence
• Extrinsic evidence by definition is not part of the patent and does not have 

the specification’s virtue of being created at the time of patent prosecution 
for the purpose of explaining the patent’s scope and meaning

• While claims are construed as they would be understood by a hypothetical 
person of skill in the art, extrinsic publications may not be written by or for 
skilled artisans and therefore may not reflect the understating of a skilled 
artisan in the field of the patent

• Extrinsic evidence consisting of expert reports and testimony is generated t 
the time of and for the purpose of litigation and thus can suffer from bias 
that is not present in intrinsic evidence

• There is a virtually unbounded universe of potential extrinsic evidence of 
some marginal relevance that could be brought to bear on any claim 
construction question

[Phillips v. AWH Corp, 415 F. 3d 1303, 1318 (Fed. Cir. 2005) (en banc)]



Example:
A “vessel for storing high-pressure gases”

• What is the context of the term “vessel”?
• What did the patentee intend to cover when using the term “high-pressure 

gases”
• Determine the difference between the semantic content and the legal 

content
• Semantic: impugned claim would pivot on the linguistic meaning 

of the term “vessel” (e.g., watercraft? container? tube-like 
structure?)

• Legal: must determine the scope of the term “high-pressure gases” 
(e.g., a pressure threshold defining “high pressure” would have to 
be determined)

https://patents.google.com/patent/US3508677A/en?oq=3508677

https://patents.google.com/patent/US3508677A/en?oq=3508677


Claim Construction vs. Claim Interpretation

Claim Construction: serves the 
function of determining the 
linguistic meaning of the terms 
used in a patent claim by 
eliminating linguistic ambiguity

Claim Interpretation: serves the 
function of determining the 
correct linguistic meaning of the 
terms used in a patent claim by 
analyzing a context in which the 
terms are used

Ambiguity vs. Vagueness Semantic Context of Text vs. 
Legal Context of Text



Claim Construction Examples



Example I:  “substantially equal” [Ex parte Frenk]

Ex parte ANDRE FRENK, FLORIAN BEUTTER, and FRANC0 CICOIRA Appeal 2009-005654 Application 10186 1,8 1 8 Technology Center 
3700 



Example I:  “substantially equal” (cont)

Ex parte ANDRE FRENK, FLORIAN BEUTTER, and FRANC0 CICOIRA Appeal 2009-005654 Application 10186 1,8 1 8 Technology Center 3700 



Example I:  “substantially equal” (cont)

Ex parte ANDRE FRENK, FLORIAN BEUTTER, and FRANC0 CICOIRA Appeal 2009-005654 Application 10186 1,8 1 8 Technology Center 3700 



Example I:  “substantially equal” (cont)

Ex parte ANDRE FRENK, FLORIAN BEUTTER, and FRANC0 CICOIRA Appeal 2009-005654 Application 10186 1,8 1 8 Technology Center 3700 



Example I:  “substantially equal” Lessons

Ex parte ANDRE FRENK, FLORIAN BEUTTER, and FRANC0 CICOIRA Appeal 2009-005654 Application 10186 1,8 1 8 Technology Center 3700 

• “substantially equal” is an acceptable term to use in the claims

• Avoid reliance on drawing scales/sizes as they do not define 
precise proportions of the elements IF the specification is 
completely silent on the issue
• Use this concept as an argument if an Examiner attempts to 

use prior art drawing scales/sizes against you



Example II: Positional relationships [Ex parte Miyazaki]

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/prec/fd073300.pdf



Example II: Positional relationships (cont)

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/prec/fd073300.pdf



Example II: Positional relationships (cont)

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/prec/fd073300.pdf

Exxon Research & Eng’g Co. v. 
United States, 265 F.3d 1371, 1375 
(Fed. Cir. 2001))



Example II: Positional relationships (cont)

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/prec/fd073300.pdf



Example II: Positional relationships (cont)

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/prec/fd073300.pdf



Example II: Positional relationships (Lessons)

chrome-extension://efaidnbmnnnibpcajpcglclefindmkaj/https://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/prec/fd073300.pdf

• Clearly define relative positions if you use them in the claims 
(define them in the claims AND in the specification)

• Impose restrictions on size of things if important to the inventive 
concept (e.g., the user and the paper feed unit height)

• Can cure this by indicating a height for each claimed element 
where height is an inventive feature
• Likely better cure is to remove the user in this example and claim only structure, 

utility, and configurations
• Be careful with size-based claiming



Key Takeaways

• Be clear in your claim language and watch for 
estoppel - Claim construction can be used against you 
in prosecution and litigation 

•Watch out for relative terms and not properly 
including specification examples when scale and/or 
size-based things are important to novelty



What questions do 
you have?


