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Ice Breaker



Overview

•Public Service Announcement (PSA) Cases
•Recent Obviousness Case Law Decisions and 
Practice Tips related to:

• obviousness and/or 
• careful language

•Inter Partes Review



The Case: 
SOFTVIEW LLC v.  APPLE INC, MOTOROLA MOBILITY 
LLC
• The dynamics: phone manufacturer patents challenged validity of Softview LLC 

patent ‘353
• Filed several ex parte & inter partes reexams, & a petition for inter parte review

• Board stayed all reexams pending outcome of IPReview
• 18 challenged claims in IPR were unpatentable
• 301 claims remained in the ‘353 patent so the Board lifted the stays to consider validity of 

remaining claims in the reexams
• In the inter partes reexams, the examiner rejected the majority of the remaining claims on 

obviousness grounds. 
• On appeal, the Board reversed the examiner, but then rejected all pending claims, including 

both amended and previously issued claims, in view of 37 C.F.R. § 42.73(d)(3)(i): “A patent 
applicant or owner is precluded from taking action inconsistent with the adverse judgment, 
including obtaining in any patent: i) a claim that is not patentably distinct from a finally 
refused or canceled claim.”

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf
https://www.law.cornell.edu/cfr/text/37/42.73 

https://www.law.cornell.edu/cfr/text/37/42.73
https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


Outcome/Practice Tips: 

• Patent holder should ensure that any presented new or amended claims are 
“patentably distinct” from the previously canceled claims to overcome an 
adverse judgment in an IPR via reexam

• Patent holder should determine whether a new or amended claim is non-
obvious in that it “is more than the predictable use of the elements of the 
cancelled claims according to their established functions.”

• Use AI to proof and check your newly proposed claim sets against all claims in 
prior proceedings in the family

• Consider making specific arguments for the amended claims being patentably 
distinct from the canceled claims 

https://cafc.uscourts.govopinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf

USPTO has the Authority to Estop Patentees from Obtaining 
Patent Claims 'Not Patentably Distinct' from

 Previously Invalidated Claims

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


The Case: 
CENTRIPETAL NETWORKS v. PALO ALTO 
NETWORKS
• The dynamics: software directed to security technology patents
• March 2021: Centripetal alleged that Pala Alto infringed four threat intelligence gateway 

network security patents and files infringement lawsuit
• July 2021: Palo Alto Networks petitions for an inter partes review of the patents in 

question.

• February 2022: The Patent Trial and Appeal Board (PTAB) initiates the inter partes review
• February 2023: The Patent Trial and Appeal Board issues a final decision, determining that 

all claims in the Centripetal patent are unpatentable.
• January 2024: A Virginia jury finds in favor of Centripetal Networks and awards them 

$151.5 million in damages.

https://cafc.uscourts.gov/opinions-orders/23-1654.OPINION.10-31-2024_2412048.pdf



The Details
• Cut to October 2024 – An opinion is provided by 

the Board re: new Centripetal appeal wrt specific 
phrasing in the claim (i.e., “responsive to”) in 
view of new prior art brought forth in the new 
appeal

https://cafc.uscourts.gov/opinions-orders/23-1654.OPINION.10-31-2024_2412048.pdf



The Details (CONT): 
“responsive to” arguments

• Centripetal argued that the “responsive to” language requires the 
applying and communicating steps of the claim to be performed in 
reaction to a packet satisfying a packet-filtering rule based on network 
threat indicators”

• “…this language ‘establishes a clear cause-and-effect relationship 
between (i) the packet satisfying a packet filtering rule…and (ii) the 
subsequent application of an operator that allows the packet and 
communication of data indicating the packet was allowed”

https://cafc.uscourts.gov/opinions-orders/23-1654.OPINION.10-31-2024_2412048.pdf



The Details (CONT): 
Board response to “responsive to” arguments

• Board indicated “we consider the meaning of the claim language in the context of determining 
whether the prior art teaches or suggests the limitations at issue”

• Centripetal did not argue in prior appeals about opponent’s definitions of “responsive to”

https://cafc.uscourts.gov/opinions-orders/23-1654.OPINION.10-31-2024_2412048.pdf

Based on (a) and (b) in the prior art, the Board determined that the 
new prior art rendered Centripetal’s claims obvious

(a) Prior art indicates ”when a rule includes conditions in both its header and 
options section, the art teaches that a packet must match all the conditions 
specified in a rule to trigger the rule and perform [the rule]” (i.e., which is the 
same as making a “determination”)

(b) Prior art teaches “rule[s] that contain conditions in addition to IP addresses in 
the rule header and the operator is applied when the packet matches all 
conditions” (i.e., applying step is responsive to a determination that the 
packet satisfies the rule)



Outcome/Practice Tips: 

https://cafc.uscourts.govopinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf

Consider drafting your specifications with backup positions in how 
claimed elements may function based on other changes in the 

system

A party who participated in a prior action at the PTAB may be 
collaterally estopped from challenging the Board’s factual findings 
regarding prior art in a subsequent proceeding – consider arguing 

or clarifying particular definitional content in your opponents 
Appeal Briefs, Reply Briefs, etc.

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


The Case: 
PARKERVISION, INC. v. VIDAL
• The dynamics: PTAB relies on patent incorporated by reference to arrive at a 

different claim construction than district court
• Intel filed an IPR of ParkerVision’s patent related to wireless local area 

networks that use frequency translation tech
• Appeal filed - at issue in the appeal was whether the Board properly 

construed the claim term “storage element”—which was given a different 
and broader construction than that of a district court that considered the 
same patent 

• Result: The Panel determined that the Board correctly construed the term 
and affirmed its obviousness decision, even though the Board’s decision 
conflicted with a prior district court construction

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


The Details: 
“storage element”

• The patent describes—and the claim at issue is directed to—
“apparatuses for down-converting electromagnetic signals.”

• At focus in the appeal is the meaning of the claim limitation requiring 
a “storage element.”

• Claim recites “wherein said first and said second frequency down-
conversion modules each comprise a switch and a storage element.”

https://cafc.uscourts.gov/opinions-orders/22-1548.OPINION.12-15-2023_2238874.pdf f

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


The Details (CONT): 

• ParkerVision proposed that “storage element” should mean “an 
element of an energy transfer system that stores non-negligible 
amounts of energy from an input electromagnetic signal.”

• Board instead agreed with Intel’s proposed construction and instead 
construed the term to more broadly mean “an element of a system 
that stores non-negligible amounts of energy from an input EM 
signal.” pulled from a different patent incorporated by reference in 
the patent

• Board relied on both the patent’s specification and also that of a different 
patent that was incorporated by reference in the specification.

https://cafc.uscourts.gov/opinions-orders/22-1548.OPINION.12-15-2023_2238874.pdf f

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


The Details (CONT): 
Displacing plain and ordinary meaning

• Panel explained that this plain and ordinary meaning may be displaced “when 
[the patentee] acts as its own lexicographer or disavows the full scope of the 
claim term.”

• Panel concluded that the patentee “clearly expresses an intent to define the 
term ‘storage element’….”

• The incorporated patent was relied on because it further described down-
conversion utilizing down-converter modules, specifically under-sampling 
systems and energy transfer systems, a principal dispute in this case.

• Board determined that the patentee in the incorporated patent intended to act 
as its own lexicographer based on the use of certain phrases in surrounding 
sentences.

• For instance, the critical paragraph utilizes phrases like “as used herein” and “refer to,” 
which the Board stated “conveys an intent” for the sentence “to be definitional.”

https://cafc.uscourts.gov/opinions-orders/22-1548.OPINION.12-15-2023_2238874.pdf f

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


Outcome/Practice Tips: 

• Be very intentional about acting as your own lexicographer
• Be careful when describing examples and definitions

• “as used herein” 
• “refer to”
• Remember: There is potential relevance of language in a patent that is 

incorporated by reference during claim construction
• Remember: There is a risk that different forums may reach different claim 

constructions concerning the same term in the same patent based on 
inconsistencies of language and/or misuse of definitional language – if you can 
argue or clarify these during that proceeding, do so!

https://cafc.uscourts.govopinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf

Outcome: The decision determined that the claim term should not be given its 
plain and ordinary meaning because the patentee acted as its own 

lexicographer and redefined the term

https://cafc.uscourts.gov/opinions-orders/23-1005.OPINION.7-26-2024_2357128.pdf


Overview

Two recent CAFC cases related to 103 Obviousness
• QUALCOMM Inc. v. INTEL Corp. (Fed. Cir. Sept ‘24)
• NOVARTIS Pharma v. REGENERON Pharmaceuticals (Fed. Cir. Sept ‘24)

2
https://cafc.uscourts.gov/opinions-orders/22-1824.OPINION.9-23-2024_2389024.pdf
https://cafc.uscourts.gov/opinions-orders/23-1334.OPINION.9-23-2024_2389042.pdf



Overview

Two 2024 CAFC cases related to 103 Obviousness
• QUALCOMM Inc. v. INTEL Corp. (Fed. Cir. Sept ‘24)
• NOVARTIS Pharma v. REGENERON Pharmaceuticals (Fed. Cir. Sept ‘24)

3
https://cafc.uscourts.gov/opinions-orders/22-1824.OPINION.9-23-2024_2389024.pdf
https://cafc.uscourts.gov/opinions-orders/23-1334.OPINION.9-23-2024_2389042.pdf

Bonus case!  PSA for marketing… it’s the Croc against the Dawg!
• Crocs Inc. v. Dawgs/Effervescent Inc. (Fed. Cir. Oct’ 24)

• Crocs took the first bite, and sued Dawgs for patent infringement, but Dawgs bit back 
and counter-sued alleging harm caused by Croc’s false advertising!



Crocs Inc. v. Dawgs Inc. 
Fed. Cir. Oct ‘24 

• Crocs’ website falsely described a material used in their shoes Croslite as “patented,” 
“proprietary,” and “exclusive” (collectively, “patented”) 

• the CAFC opinion says “We agree with Dawgs that these allegations about Crocs’ advertisement 
statements are directed to the nature, characteristics, or qualities of Crocs’ shoes.  We hold that a cause 
of action arises [[from Section 43(a)(1)(B)]] where a party falsely claims that it possesses a patent on a 
product feature and advertises that product feature in a manner that causes consumers to be misled 
about the nature, characteristics, or qualities of its product.”

• The Lanham Act is at the center of this case, which was enacted to protect people against 
“unfair competition,” gained by advertising that is likely to cause confusion, or 
misrepresents the nature of a product or service

• REVERSED AND REMANDED

• Take-Away – when advertising a product or service as “patented” or “patent pending,” 
make sure that advertised aspects match the scope of the patent protection

4
https://cafc.uscourts.gov/opinions-orders/22-1824.OPINION.9-23-2024_2389024.pdf
https://cafc.uscourts.gov/opinions-orders/23-1334.OPINION.9-23-2024_2389042.pdf

If it’s not patented then don’t say so



QUALCOMM Inc. v. INTEL Corp. 
Fed. Cir. Sept ‘24 
• Qualcomm owns  U.S. Patent No. 

9,608,675 (the ‘675 patent)
• Intel filed 6 IPRs related to ‘675
• AFFIRMED as Obvious

• Claim 1 includes a power tracker 
and a power amplifier configured 
to generate a “single power 
tracking signal based on a 
combination of the plurality of 
inphase (I) and quadrature (Q) 
components of the carrier 
aggregated transmit signals.”

5



QUALCOMM Inc. v. INTEL Corp. 
Fed. Cir. Sept ‘24 

• U.S. Patent No. 9,608,675 (the ‘675 patent) Claim 1
• 1. An apparatus comprising:

• a power tracker configured to determine a single power tracking signal 
based on a plurality of inphase (I) and quadrature (Q) components of a 
plurality of carrier aggregated transmit signals being sent 
simultaneously, 

• wherein the power tracker receives the plurality of I and Q components 
corresponding to the plurality of carrier aggregated transmit signals and 
generates the single power tracking signal based on a combination of the 
plurality of I and Q components, 

• wherein the plurality of carrier aggregated transmit signals comprise 
Orthogonal Frequency Division Multiplexing (OFDM) or Single Carrier 
Frequency Division Multiple Access (SC-FDMA) signals;

• a power supply generator configured to generate a single power supply 
voltage based on the single power tracking signal; and

• a power amplifier configured to receive the single power supply voltage 
and the plurality of carrier aggregated transmit signals being sent 
simultaneously to produce a single output radio frequency (RF) signal.

6



QUALCOMM Inc. v. INTEL Corp. 
Fed. Cir. Sept ‘24 
• Intel filed 6 IPRs related to ‘675 – 4 based on Yu (EP Pub 2,442,440 A1), and 2 based on Chen (journal 

article from 2012)
• Claim construction of “plurality of carrier aggregated transmit signals” was disputed, and eventually 

(after Appeal) was decided to mean “signals for transmission on multiple carriers at the same time to 
increase the bandwidth for a user”

• 103 Obviousness – base stations are not mobile devices or users (as in claim construction), and some 
figures and disclosure of Yu show base stations.  However, Yu also explicitly describes “mobile-terminal-
appropriate systems” in some cases as well.

• “…even though Figures 3 and 4 of Yu were directed to base stations, “it would have been obvious” to a person of 
ordinary skill in the art “to take advantage of Yu’s invention in a mobile device,” and increasing bandwidth for a mobile 
device would be increasing bandwidth for a “user.”.”

• Real crux is that – CAFC states that Yu’s Figure 2, “discloses a ‘mobile-terminal-appropriate system for controlling a 
supply voltage of a power amplifier,’ as well as Yu’s paragraph 34, which expressly taught that Yu’s power amplifier may 
be used in base stations or ‘wireless transceivers of mobile terminals and the like.’”

• Interesting that the CAFC opinion also said “More particularly, a person of ordinary skill in the art ‘would have made 
any necessary modifications’ to Yu ‘so that a mobile device could appropriately implement Yu’s power amplifier.’

• Keller – “Moreover, as the Board correctly pointed out, a finding of obviousness does not require a 
showing that the features of one embodiment may be bodily incorporated into the structure of another.  
See In re Keller, 642 F.2d 413, 425 (CCPA 1981).”

• AFFIRMED as Obvious
7

Keller is a higher bar than KSR, 
and it was still AFFIRMED



QUALCOMM Inc. v. INTEL Corp. 
Fed. Cir. Sept ‘24 

• Keller: Relies more heavily on the so-called TSM test ("Teaching, Suggestion, or 
Motivation“), which requires a clear, explicit motivation or rationale from within the 
references themselves. 

• In many cases, there is a specific reason to combine the references stated in the references.
• Acknowledges hindsight bias and requires a clear justification for combining references, grounded in the 

knowledge available at the time.

• KSR: Rejects that TSM is the only way to determine obviousness.  KSR allows for 
combinations of prior art that are predictable or involve applying known techniques in 
obvious ways, even without explicit TSM evidence.

• In KSR, implicit motivations (e.g., improving function, saving cost) are enough.
• KSR also places more emphasis on predictability than Keller.  If combining known elements leads to a 

predictable result, it strongly supports a finding of obviousness, even if an explicit motivation to combine 
is not directly stated in the references.

8

Some key differences in the 103 
rationales in Keller and KSR

Skip or condense if short on time



NOVARTIS v. REGENERON Pharma
Fed. Cir. Sept ‘24

• Novartis is the assignee US Pat. No. 9,220,631
• relates “to a small volume syringe such as a syringe 

suitable for ophthalmic injections”
• Regeneron filed an IPR against ‘675, and Board found 

• All claims obvious over combinations of references including Sigg 
and Boulange

• “Novartis did not meaningfully dispute that all limitations are 
disclosed in the prior art.”  (e.g., Sigg discloses a pre-filled 
terminally sterilized syringe, and Boulange teaches a stopper with 
the claimed silicone oil and breakloose force limitations) 

• “But Novartis argued that a skilled artisan would not have been 
motivated to combine the prior art with a reasonable expectation 
of success in achieving the claimed invention.”

• AFFIRMED as Obvious

9



NOVARTIS v. REGENERON Pharma
Fed. Cir. Sept ‘24

• Novartis US Pat. No. 9,220,631, claim 1
• 1. A pre-filled, terminally sterilized syringe for intravitreal 

injection, the syringe comprising a glass body forming a 
barrel, a stopper and a plunger and containing an 
ophthalmic solution which comprises a VEGF-antagonist, 
wherein:

• (a) the syringe has a nominal maximum fill volume of between 
about 0.5 ml and about 1 ml,

• (b) the syringe barrel comprises from about 1 μg to 100 ug 
silicone oil,

• (c) the VEGF antagonist solution comprises no more than 2 
particles >50 μm in diameter per ml and wherein [[(d)]] the 
syringe has a stopper break loose force of less than about 11N.

10



NOVARTIS v. REGENERON Pharma
Fed. Cir. Sept ‘24

• In the IPR, Novartis had many arguments that a POSITA 
would not be motivated to combine the prior art with a 
reasonable expectation of success – several involved 
“teaching away” (from combining the references)

• Break-loose force increased over 3 months – no recitation of 
constant force, and data within recited limits

• Prior art states that ex. stopper is “markedly inferior” to other ex. 
– stating that better solutions exist is not teaching away

• Ex. stopper had high friction forces unacceptable for a medical 
device – not relevant, data from stopper that was not siliconized

• AFFIRMED as Obvious

11

Prior art not specifically teaching away



Jackrel Consulting, Inc.

Patent Agent, Expert Witness and 
Consulting Services for companies 

and individual inventors.

Thank You
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